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3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 112 as follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application 
or provisional application). The disclosure of the invention in the parent application and 
in the later-filed application must be sufficient to comply with the requirements of the 
first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. Performance 
Contracting, Inc. , 38 F.3d 551 , 32 USPQ2d 1 077 (Fed. Cir. 1 994). 

In the Remark filed 1 1/20/06, the examiner agrees with applicant. Application No. 
09/941,185 discloses a modular joint implant. Accordingly, the present application is 
entitled to an effective filing date of application No. 09/941 ,1 85, i.e. August 28, 2001 . 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
• granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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Claims 1-31 are rejected under 35 U.S.C. 102(e) as being anticipated by 
McDowell (6,171,340). 

With respect to claim 1 , McDowell discloses a modular joint implant comprising a 
plurality of separate implant portions (10,32); interconnectable (at 45,47) and affixable 
together to form a unitary implant having an articulationg surface wherein the plurality of 
separate implant portions are affixable to at least one joint member of a joint; as best 
seen in FIGS.3-6. 

With respect to claims 2-12, McDowell discloses all the limitations; as set forth in 
column 3, lines 55-67, column 4, lines 1 -67, column 5, lines 1 -67; and as best seen in 
FIGS. 1-6. 

With respect to claim 13, McDowell discloses a modular joint implant comprising 
a plurality of separate implant portions (1 0,32); affixable together to form a unitary 
implant having an articulating surface, wherein the plurality of separate implant portions 
are affixable to at least one joint member of a knee joint and wherein articulating surface 
is made of a single material; as best seen in FIGS.1-6. 

With respect to claims 1 4-20, McDowell discloses all the limitations; as set forth 
in column 3, lines 55-67, column 4, lines 1 -67, column 5, lines 1 -67; and as best seen in 
FIGS.1-6. 

With respect to claim 21 , McDowell discloses a modular joint implant comprising 
first and second implant portions bondable together to form a unitary implant and 
affixable to a femoral joint member of a knee joint; as best seen in FIG.2, the affixed 
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together implant portions forming an articulating surface that includes a section 
replacing lateral condyle, medial condyle, and a trochlear groove of a femur; as best 
seen in FGI.6. 

With respect to claims 22-31 , the method steps, as set forth, would have been 
inherently carried out in the operation of the device, as set forth above. 

Claims 1-31 are rejected under 35 U.S.C. 102(e) as being anticipated by Engh et 
al. (6,482,209). 

With respect to claim 1 , Engh et al disclose a modular joint implant comprising a 
plurality of separate implant portions interconnectable and affixable together to form a 
unitary implant having an articulationg surface wherein the plurality of separate implant 
portions are affixable to at least one joint member of a joint; as set forth in column 1 3, 
lines 52-60, column 14, lines 1-67, column 15, lines 1-45, and as best seen in FIGS.37- 
43. 

With respect to claims 2-1 2, Engh et al disclose all the limitations; as set forth in 
column 13, lines 52-60, column 14, lines 1-67, column 15, lines 1-45, and as best seen 
in FIGS.37-43. 

With respect to claim 13, Engh et al disclose a modular joint implant comprising a 
plurality of separate implant portions affixable together to form a unitary implant having 
an articulating surface, wherein the plurality of separate implant portions are affixable to 
at least one joint member of a knee joint and wherein articulating surface is made of a 
single material; as set forth in column 13, lines 52-60, column 14, lines 1-67, column 15, 
lines 1 -45, and as best seen in FIGS.37-43. 
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With respect to claims 14-20, Engh et al disclose all the limitations; as set forth in 
column 13, lines 52-60, column 14, lines 1-67, column 15, lines 1-45, and as best seen 
in FIGS.37-43. 

With respect to claim 21 , Engh et al discloses a modular joint implant comprising 
first and second implant portions bondable together to form a unitary implant and 
affixable to a femoral joint member of a knee joint; the affixed together implant portions 
forming an articulating surface that includes a section replacing lateral condyle, medial 
condyle, and a trochlear groove of a femur; as set forth in column 1 3, lines 52-60, 
column 14, lines 1-67, column 15, lines 1-45, and as best seen in FIGS.37-43. 

With respect to claims 22-31 , the method steps, as set forth, would have been 
inherently carried out in the operation of the device, as set forth above. 

Response to Amendment 

Applicant's arguments, see Remarks, filed 1 1/20/06, with respect to the 
rejection(s) of claim(s) 1-31 under 102 have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of McDowell/Engh et al. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

JP291779 10-2002 Leclercq 

Applicant's attention is directed to this patent, since it is the same as patent 
application EP01 810301 .0 filed 3/26/2001 . 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (571) 272- 
4716. The examiner can normally be reached on Monday to Friday 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272 - 4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 1 0/681 ,526 Page 7 

Art Unit: 3733 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Pedro Philogene 
January 24, 2007 




